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§1.919

(7T) A certification by the third party
requester that the estoppel provisions
of §1.907 do not prohibit the inter partes
reexamination.

(8) A statement identifying the real
party in interest to the extent nec-
essary for a subsequent person filing an
inter partes reexamination request to
determine whether that person is a
privy.

(c) If an inter partes request is filed by
an attorney or agent identifying an-
other party on whose behalf the re-
quest is being filed, the attorney or
agent must have a power of attorney
from that party or be acting in a rep-
resentative capacity pursuant to §1.34.

(d) If the inter partes request does not
include the fee for requesting inter
partes reexamination required by para-
graph (a) of this section and meet all
the requirements of paragraph (b) of
this section, then the person identified
as requesting inter partes reexamina-
tion will be so notified and will gen-
erally be given an opportunity to com-
plete the request within a specified
time. Failure to comply with the no-
tice will result in the inter partes reex-
amination request not being granted a
filing date, and will result in place-
ment of the request in the patent file
as a citation if it complies with the re-
quirements of §1.501.

[656 FR 76777, Dec. 7, 2000, as amended at 71
FR 9262, Feb. 23, 2006; 71 FR 44223, Aug. 4,
2006; 72 FR 18906, Apr. 16, 2007, 76 FR 59058,
Sept. 23, 2011]

§1.919 Filing date of request for inter
partes reexamination.

(a) The filing date of a request for
inter partes reexamination is the date
on which the request satisfies all the
requirements for the request set forth
in §1.915.

(b) If the request is not granted a fil-
ing date, the request will be placed in
the patent file as a citation of prior art
if it complies with the requirements of
§1.501.

[656 FR 76777, Dec. 7, 2000, as amended at 71
FR 9262, Feb. 23, 2006]

§1.923 Examiner’s determination on
the request for inter partes reexam-
ination.

Within three months following the
filing date of a request for inter partes
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reexamination under §1.915, the exam-
iner will consider the request and de-
termine whether or not the request and
the prior art establish a reasonable
likelihood that the requester will pre-
vail with respect to at least one of the
claims challenged in the request. The
examiner’s determination will be based
on the claims in effect at the time of
the determination, will become a part
of the official file of the patent, and
will be mailed to the patent owner at
the address as provided for in §1.33(c)
and to the third party requester. If the
examiner determines that the request
has not established a reasonable likeli-
hood that the requester will prevail
with respect to at least one of the chal-
lenged claims, the examiner shall
refuse the request and shall not order
inter partes reexamination.

[76 FR 59058, Sept. 23, 2011]

§1.925 Partial refund if request for
inter partes reexamination is not
ordered.

Where inter partes reexamination is
not ordered, a refund of a portion of
the fee for requesting inter partes reex-
amination will be made to the re-
quester in accordance with §1.26(c).

§1.927 Petition to review refusal to
order inter partes reexamination.

The third party requester may seek
review by a petition to the Director
under §1.181 within one month of the
mailing date of the examiner’s deter-
mination refusing to order inter partes
reexamination. Any such petition must
comply with §1.181(b). If no petition is
timely filed or if the decision on peti-
tion affirms that a reasonable likeli-
hood that the requester will prevail
with respect to at least one of the
claims challenged in the request has
not been established, the determina-
tion shall be final and nonappealable.

[76 FR 59058, Sept. 23, 2011]
Inter Partes REEXAMINATION OF PATENTS

§1.931 Order for inter partes reexam-
ination.

(a) If it is found that there is a rea-
sonable likelihood that the requester
will prevail with respect to at least one
of the claims challenged in the request,
the determination will include an order
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for inter partes reexamination of the
patent for resolution of the question of
whether the requester will prevail.

(b) If the order for inter partes reex-
amination resulted from a petition pur-
suant to §1.927, the inter partes reexam-
ination will ordinarily be conducted by
an examiner other than the examiner
responsible for the initial determina-
tion under §1.923.

[66 FR 76777, Dec. 7, 2000, as amended at 76
FR 59058, Sept. 23, 2011]

INFORMATION DISCLOSURE IN Inter Partes
REEXAMINATION

§1.933 Patent owner duty of disclo-
sure in inter partes reexamination
proceedings.

(a) Each individual associated with
the patent owner in an inter partes re-
examination proceeding has a duty of
candor and good faith in dealing with
the Office, which includes a duty to
disclose to the Office all information
known to that individual to be mate-
rial to patentability in a reexamina-
tion proceeding as set forth in §1.555(a)
and (b). The duty to disclose all infor-
mation known to be material to pat-
entability in an inter partes reexamina-
tion proceeding is deemed to be satis-
fied by filing a paper in compliance
with the requirements set forth in
§1.555(a) and (b).

(b) The responsibility for compliance
with this section rests upon the indi-
viduals designated in paragraph (a) of
this section, and no evaluation will be
made by the Office in the reexamina-
tion proceeding as to compliance with
this section. If questions of compliance
with this section are raised by the pat-
ent owner or the third party requester
during a reexamination proceeding,
they will be noted as unresolved ques-
tions in accordance with §1.906(c).

OFFICE ACTIONS AND RESPONSES (BE-
FORE THE EXAMINER) IN Inter Partes
REEXAMINATION

§1.935 Initial Office action usually ac-
companies order for inter partes re-
examination.

The order for inter partes reexamina-
tion will usually be accompanied by
the initial Office action on the merits
of the reexamination.

§1.943

§1.937 Conduct of inter partes reexam-
ination.

(a) All inter partes reexamination pro-
ceedings, including any appeals to the
Board of Patent Appeals and Inter-
ferences, will be conducted with special
dispatch within the Office, unless the
Director makes a determination that
there is good cause for suspending the
reexamination proceeding.

(b) The inter partes reexamination
proceeding will be conducted in accord-
ance with §§1.104 through 1.116, the sec-
tions governing the application exam-
ination process, and will result in the
issuance of an inter partes reexamina-
tion certificate under §1.997, except as
otherwise provided.

(c) All communications between the
Office and the parties to the inter partes
reexamination which are directed to
the merits of the proceeding must be in
writing and filed with the Office for
entry into the record of the proceeding.

§1.939 Unauthorized papers in inter
partes reexamination.

(a) If an unauthorized paper is filed
by any party at any time during the
inter partes reexamination proceeding
it will not be considered and may be re-
turned.

(b) Unless otherwise authorized, no
paper shall be filed prior to the initial
Office action on the merits of the inter
partes reexamination.

§1.941 Amendments by patent owner
in inter partes reexamination.

Amendments by patent owner in inter
partes reexamination proceedings are
made by filing a paper in compliance
with §§1.530(d)-(k) and 1.943.

§1.943 Requirements of responses,
written comments, and briefs in
inter partes reexamination.

(a) The form of responses, written
comments, briefs, appendices, and
other papers must be in accordance
with the requirements of §1.52.

(b) Responses by the patent owner
and written comments by the third
party requester shall not exceed 50
pages in length, excluding amend-
ments, appendices of claims, and ref-
erence materials such as prior art ref-
erences.

185



		Superintendent of Documents
	2012-09-13T03:21:25-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




